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SUBJfiCrc Giiianes fer ixasBSthag Proofs mmms in view or Ih rs Bihki 

Recently, fee Court of Appals for fee Federal Cucun Issued m opinion sfeing a final 
■$8fM m by tie Boas! &ffmnt Appeals and iM&rimmom msimim a s&lmiim of claims 
beimmse feey were sot dieted to piiem^iigifelo sufejeol artte'iftfer 35 fe.S.C | 101 . fe?a 
Jb reMsfe S4S f:U.H% m USPCTdd -13S5 «.€k ICW '.me 
the staadaatbt appheable m desembmog whether « claimed x&m mmmmmmm 
fegroeess'' tafeer § bOb Office policy k coexistent with the eeoni ha opinion In Pfew 

We are presently staving the fed ramifications of the coord s eianfexmoo and other recent 
de velopments M the law. Is view of the Msft decision, the gfedelines are fefeg redraied 
to; reflect the most eisromt etej)<teds for sobject matter eligibility. Unfit the gfedeifees are 
eoa#!etetls esaoMOers shcjsM continue to follow the eierem peterd aobjeet nosttor eltgibbity 
|«M«B^ #]TOng in MFlF iM* ^MM^M^imtm 

MmpMmi m oaBemomubam bated May 15, 2001, Si eiadtieotissi of ferecesssfe 

under 35 USC o \QV\ a method claim must meet a speeiaifeefe tfehtod moanfeg to guailly 
as a patent-eligible process feaise As elaxfeeh bvifesxb the test for -a method claim is 
whetfer the eMhieb method is ( ! ) hod to a particular nxtehine or apparatus, or 
(2) kmnihtm a pmmlm article to a different stele or thing. This is coiled the M sn*«fei»*- 
a^raasferniata tetf , It shookt be noted that dm machi5»--or4ra«stbm^tloa test from 
JiMf is sliehtfv different from the lest explained m fee May \ $ Ciariikafion memo, which 
was based on fee Oileefe feterpreiabo a o f fee lew nrier to BUM 

There are Own corollaries to the machine-or-irana1b?v na ooi^ tost. First, o m^ MU^m 
BmiMkm is generally iasfeiciarit to msder an otherwise ineligible mviktd claim rxubem 
eligible. This means fee maefnne or traasiomiation must Impose mmmngM limits or the 
method claim's scone to pass fee teat. Second, insignificant extra-solution activity will not 
Wtw,« tamatentohle prfeeif le into a patentable process. This means reciting a 
siicdile maenlne or a paffiemfet traoslbroratlen of a speeltic article to m imbgfefiuaot step, 
ieir a dato iafeeriog or ontpattlng, i s not suilclem to pass fee teat 

Iter ,galdaheC v e»inors; arc eneciooged to censnh feeir nttssagers asfe to oonsult additional 
tmfefeg matedals as they m developed. 



